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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/16/2010 has been entered. 

Claim Rejections - 35 USC §103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 37, 40-44, 51, 53, and 74 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amada et al. (JP 2001-221799 as cited on the IDS filed 
12/16/2010) and in view of Colin et al. (USP 5,925,573). 

Regarding claims 37, 51 , 73-74, Amada et al. discloses a method for dividing an 
analyte present in a solution (title/abstract) in figures 1 (a/b) comprising: 

Disposing the solution including the analyte fixed to magnetic particles in a first 
receptacle ([0077-0082] - see in figure 1 b the left portion before the split represents the 
first receptacle portion) 

Attracting with a magnetic mechanism the magnetic particles fixed to the analyte 
to a bottom of the first receptacle and forming an initial residue at the bottom ([0081 - 
0082 - sedimentation) 
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After forming the initial residue, dividing the residue into a plurality of residues by 
transporting the residue through channels to second receptacles (right side on figure 
1b) by a magnetic mechanism ([0082-0084]). 

Amada is silent as to the use of two separate magnetic mechanisms, one for 
attraction and one for motion. 

Colin et al. discloses a method for dividing an analyte present in solution in a first 
receptacle (8) into plural second receptacles (17), the analyte fixed on magnetic 
particles (C4/L1-55 - see discussion of particles with cores), the method (abstract) and 
in figures 2 and 3 comprising: 

• Sedimentation of magnetic particles by a first magnetic mechanism (3, see 
also C2/L60-65, C8/L20-30, C10/L25-35) 

• Formation of a plurality of residues in the second receptacles (C1 0/L1 5-30) 

• The sedimentation first occurring in the first receptacle (C1 0/L1 5-30, see also 
figures, and also C8/L20-30) 

• The first residue is transported by relative displacement of a magnetic field 
created by a second magnetic means (3 which is a long bar) which is 
coincident/the same with the first means (C8/L50-65, C2/L60-65) 

• The fluid channels area parallel (see figure 3) 

• The first residue is single and linear shaped (using magnet 3 it is inherently 
linear due to the linear magnet shape and would divide the receptacle into 
two parts) 

• The fluid channels are all on the same side of the first residue (see figure 3) 
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• The at least first residue is moved to the second receptacles (See figure 3, 
also see C10/L15-35) 

• The channels are capillaries (C1 0/L45-65) 

• The analyte is previously fixed and added to solution in the first receptacle 
(C4/L1-55). 

While Colin et al. does not explicitly disclose all claim limitations within a single 
embodiment, it would have been obvious to one having ordinary skill in the art to 
combine the embodiments of figures 2 and 3 to change the magnet system of 3 into a 
moving bar magnet such as that of figure 2 and also at C2/L60-65 for the purpose of 
allowing for a maximization of transfer of magnetically susceptible particles due to the 
fact that the magnet itself is moving and thus a higher amount of material would be 
drawn than if a distant magnet source were used. Furthermore, it is established that 
obviousness may be found in a combination of embodiments. See for example Boston 
Scientific Scimed Inc. v. Cordis Corp 89 USPQ2d 1 704 in which two side by side stent 
embodiments were determined by the court to be combinable to render claims obvious. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the process of Amada to further include the use of two separate 
magnetic mechanisms as taught by Colin for the purpose of providing for two 
independant magnetic mechanisms which would allow for a continuous operation 
utilizing both agglomeration of newly added material and transport of previously added 
materials. Additionally, a benefit of being able to select different strengths of magnets 
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for the task would provide for optimizable separation process by tailoring the magnet 
strengths to a single task. 

Regarding claim 40, Amada discloses in figure 1d the use of parallel channels. 
Additionally, the channels of figure 1b may be considered to run in the same general 
direction providing for a parallel flow mechanism. 

Regarding claim 41 , Amada discloses the use of a single magnet entity as an 
option for operation. 

Regarding claim 42, the residue would either be in a linear shape or it would 
have been obvious to have formed a linear shape residue in view of using a bar shaped 
magnet. 

Regarding claim 43, each channel is located on the same side of the initial 
residue in a direction of displacement by the magnetic mechanism (see figure 1 b or 1 d). 

Regarding claim 44, the magnetic mechanism includes a linear magnet that 
moves relative to the channels. 

Regarding claim 53, the residues are all divided into equal quantities which feed 
into each receptacle (see figure 1b). 

4. Claims 37, 40-44, 51, 53, and 74 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Huang et al. (US 2006/0024732) and in view of Colin et al. (USP 
5,925,573). 

Regarding claims 37, 40-41 , 51 , and 74, Huang et al. discloses in figure 7 a 
microchannel array for use with a magnetic microdevice (Abstract) and method of 
operation comprising: 
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Disposing a solution including analyte fixed to magnetic particles in a first 
receptacle ([0139], [0108], [0082], [0083], [0148], and [0144]) 

Attracting with a first magnetic mechanism, the magnetic particles fixed to the 
analyte to a bottom of the first receptacle and forming an initial residue at a bottom of 
the first receptacle ([0139] and [0144] - note Applicant hasn't specified forming the 
residue on the bottom) 

After forming the initial residue at the bottom of the first receptacle, dividing the 
initial residue into a plurality of residues by transporting the initial residue through 
channels connecting the first receptacle to a second receptacle ([0139-0140], and 
[0144], see also channels shown in figure 7). 

Huang et al. does not explicitly disclose more than one second receptacle. 

Colin et al. discloses a method for dividing an analyte present in solution in a first 
receptacle (8) into plural second receptacles (17), the analyte fixed on magnetic 
particles (C4/L1-55 - see discussion of particles with cores), the method (abstract) and 
in figures 2 and 3 comprising: 

• Sedimentation of magnetic particles by a first magnetic mechanism (3, see 
also C2/L60-65, C8/L20-30, C10/L25-35) 

• Formation of a plurality of residues in the second receptacles (C1 0/L1 5-30) 

• The sedimentation first occurring in the first receptacle (C1 0/L1 5-30, see also 
figures, and also C8/L20-30) 
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• The first residue is transported by relative displacement of a magnetic field 
created by a second magnetic means (3 which is a long bar) which is 
coincident/the same with the first means (C8/L50-65, C2/L60-65) 

• The fluid channels area parallel (see figure 3) 

• The first residue is single and linear shaped (using magnet 3 it is inherently 
linear due to the linear magnet shape and would divide the receptacle into 
two parts) 

• The fluid channels are all on the same side of the first residue (see figure 3) 

• The magnet provides orthogonality of projection onto the plane of the 
displacement as required by claim 45 

• The at least first residue is moved to the second receptacles (See figure 3, 
also see C10/L15-35) 

• The channels are capillaries (C1 0/L45-65) 

• The analyte is previously fixed and added to solution in the first receptacle 
(C4/L1-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the process of Huang such that the microdevices/analyte are 
received in different individual containers as taught by Colin for the purpose of providing 
multiple sample outlets such that the organized microdevices of Huang need not be 
remixed or re-separated after processing. 

Huang utilizes magnetic force to move the microdevices and that force is using 
the same magnet for two operations and further as shown in figure 7 all the channels 
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are parallel ([0144] - see first small magnet and second larger magnet which provide 
two magnetic mechanisms; Applicant has not provided any details of the magnetic 
mechanism which differentiates them from magnets alone). 

Regarding claim 42, the residue would either be in a linear shape or it would 
have been obvious to have formed a linear shape residue in view of using a bar shaped 
magnet ([0144] of Huang). 

Regarding claim 43, each channel is located on the same side of the initial 
residue in a direction of displacement by the magnetic mechanism ([0144]). 

Regarding claim 44, the magnetic mechanism includes a linear magnet that 
moves relative to the channels ([0144]). 

Regarding claim 53, the residues are all divided into equal quantities which feed 
into each receptacle (Huang [0144], [0165]). 

Response to Arguments 
5. Applicant's arguments filed 1 2/1 6/201 0 have been fully considered but they are 
not persuasive. 

• Applicant alleges Huang fails to disclose formation of a residue. 
This is not persuasive. A residue is something that remains. Accordingly 

because Huang removes microdiscs in a liquid, Huang provides for a residue formation. 
See Huang at [0167] for example. 

• Applicant alleges Huang fails to provide a first and second mechanism 
wherein the second mechanism provides for the transport mechanism. 
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This is not persuasive. See Huang at [0144] with a first small magnet and a 
second large magnet and the relevant description therein. 

6. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID C. MELLON whose telephone number is 
(571)270-7074. The examiner can normally be reached on Monday through Thursday 
9:00am-5:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on (571) 272-0579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Tony G Soohoo/ 

Primary Examiner, Art Unit 1774 

/D. C. M./ 

Examiner, Art Unit 1777 



